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DETAILED ACTION 

1. This action is responsive to communications: Application filed on 10/15/2003. 

2. Claims 1-12 are pending. Claims 1 and 7 are independent claims. 

3. Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d) on 
10/15/2003, which papers have been placed of record in the file. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition 
of matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to 
the conditions and requirements of this title. 

5. Claims 7" 12 are rejected under 35 U.S.C. §101 because the claimed invention 
is directed to non-statutory subject matter, and further raises questions as to whether the 
claims are directed to an abstract idea. More specifically, the claims lack the necessary 
physical articles or objects to constitute a machine or a manufacture within the meaning of 
35 U.S.C. 101. They are clearly not a series of steps or acts, to be a process , nor are they a 
combination of chemical compounds to be a composition of matter . Claims 7-12 are 
computer programs claimed as computer listings perse, (i.e., the descriptions or 
expressions of the programs) because the "storage medium" limitation recited, in claims 7- 
12, is not limited to those that are "computer-readable" (e.g. the claimed "storage medium" 
could be a piece of paper) and likewise does not define any structural and functional 
interrelationship between the computer program and other claimed elements of a computer 
which permit the computer program's functionality to be realized. 5eeMPEP § 2106.01 
(Rev. 5). Therefore, claims 7-12, being directed toward computer listings perse, fail to fall 
within a statutory category. 
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6. For the purposes of examination, claims 7-12 are being examined as if they 
were directed toward subject matter claimed as embodied on a computer-readable medium. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 

that form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

8. Claims 1-2, 5-8, and 11-12 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Ulead VideoStudio 5 Tutorial 6/8/2001 (hereinafter "VS5"). 

As to independent claim 1, VS5 teaches a method of representing a tree database in 
a display menu, comprising the steps of providing a tree database with a database name 
(label F, Image of "Library Manager" reproduced below, step 7 showing the "Library 
Manager," pp. 2, VS5), the tree database possessing a plurality of first level data nodes 
(label D, "Library Manager" step 7 on pp. 2, VS5), each of which possesses a null set or a 
plurality of second level data nodes (e.g. label C'l and C2, "Library Manager" step 7 on pp. 
2, VS5), wherein each of the first data node and the second data node has a data node name 
(e.g. First level names : Video, Image, Color; Second level names : Video-Split by Scene, and 
Video-Pets, See "Library Manager," VS5); selecting one of the first level data nodes as a 
working data node (e.g. Video, "Library Manager" step 7 on pp. 2, VS5) ; titling the node 
name of the working data node in the first line of a working menu (e.g. label B: Video, 
"Library Manager" step 7 on pp. 2, VS5); listing the second level data nodes possessed by 
the working data node in the working menu following the node name of the working data 
node (e.g. below first level node "Video" are its second level nodes: "Video-Split by Scene," 
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and "Video-Pets," "Library Manager" step 7 on pp. 2, VS5); listing the non-selected first 
level data nodes as a switching menu (label D: "Image," and label E: "Color," "Library 
Manager" step 7 on pp. 2, VS5); and combining the working menu, the switching menu, and 
the database name into a display menu (label A, "Library Manager" step 7 on pp. 2, VS5). 



40 




Fig. 4, Instant Application 



As to dependent claim 2, VS5 further discloses the limitations of claim 1, wherein 
the display menu can be displayed and selected in a display device ("In the Library area, 
click the down-arrow button and select..." step 7, pp. 2, VS5). 

As to dependent claim 5, VS5 further discloses the limitations of claim 1, wherein 
the tree database is a general database ("... the library for your video..." step 7, pp. 2, 
VS5)(emphasis added). 

As to dependent claim 6, VS5 further discloses the limitations of claim 1, wherein 
the tree database is a directory system ("...create a video folder ..." and "...custom folder 
item ..." step 7, pp. 2, VS5)(emphasis added). 

As to independent claim 7, this claim differs only in that is a product-by-process 
claim defined by the process of claim 1, therefore this claim is rejected for the same reasons 
set forth in treatment of claim 1. 
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As to dependent claims 8 and 11-12, these claims differ only in that they are 
product-byprocess claims defined by the processes of claims 2 and 5*6, respectively, 
therefore these claims are rejected for the same reasons set forth in treatment of claims 2 
and 5-6, respectively. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

10. Claims 3-4 and 9-10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over VS5 in view of Lapson et al. (US Pat. No. 4,464,625). 

As to dependent claims 3 and 4, VS5 teach the limitations of claim 1, as set forth 
above. VS5 does not expressly disclose that if a cursor is moved to one of the first level data 
nodes in the switching menu, the second level data nodes possessed by thereof are 
displayed in an extra menu and can be displayed and selected in a display device. Lapson et 
al. is cited for teaching if a cursor is moved to one of the first level data nodes ("titles" col. 6, 
line 2) in the switching menu ("bar 100," col 6, line l), the second level data nodes 
possessed by thereof are displayed in an extra menu ("...one or more sub-command items 
104 are displayed by the computer system..." col. 6, lines 5" 10; see also "...simply by 
movement of the cursor over a "pull-down" menu bar." col. 6, lines 52-55) and can be 
displayed ("displayed" col. 2, lines 23-25) and selected in a display device ("...shown on the 
display device... which permits user to select command options..." col. 2, lines 19-25). It 
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would have been obvious to one of ordinary skill in the art at the time the invention was 
made to have used the mouse-over extra menus of Lapson et al. in the switching menu of 
VS5 because, in the same field of endeavor of permitting a user to select command options 
by movement of the displayed cursor over a pull-down menu bar, Lapson et al. expressly 
suggests desirability of using a cursor controlled by a mouse to choose displayed choices 
(...keyboard input systems are not as effective as a cursor control device commonly referred 
to as a "mouse" col. 1, lines 18-21) for the same problem of displaying an extra menu using 
a displayed cursor ("../pull-down menu bar..." col. 1, line 55). Moreover, at the time the 
invention was made there was a reasonable expectation of success in the combination 
because both Lapson et al. and VS5 use a mouse to execute drop-down menu commands. 

As to dependent claims 9 and 10, these claims differ only in that they are product- 
by-process claims defined by the processes of claims 3 and 4, respectively, therefore these 
claims are rejected for the same reasons set forth in treatment of claims 3 and 4, 
respectively. 

Conclusion 

11. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

[l] US Pat. No. 5,485,175 for teaching a method and apparatus of 
displaying a hierarchical menu. 

[2] US Pat. No. 6,011,555 for teaching a Method and apparatus for a drop 
down control that changes contents dynamically. 

[3] US Pat. No. 6,456,304 Bl for teaching a procedural toolbar user 
interface. 
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12. Any inquiry concerning this communication or earlier communications from 



the examiner should be directed to Samir Termanini whose telephone number is (571) 270- 
1047. The examiner can normally be reached on 9AM-4PM, Mon.-Fri. (excluding 
alternating Fridays). 

If attempts to reach the examiner by telephone are unsuccessful, the examinees 
supervisor, Stephen S. Hong can be reached on (571) 272-4124. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN USA 
OR CANADA) or 571-272-1000. ^ , 



SUPERVISORY PATENT EXAMINER 




Samir Termanini 
Patent Examiner 
Art Unit 2178 




